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Part of Paper No. 6 



Application/Control Number: 10/047,527 p 

Art Unit: 1711 962 

DETAILED ACTION 

1 • The rejections based on 35 USC 1 02 using Nakae or Laver as primary 
references have been withdrawn. However, all other rejections have been maintained. 
Also, a rejection based on 35 USC 1 12 has been added as necessitated by 
amendment. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

3. Claim 4 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 4 recites the limitation "claim 19" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. For the purpose of this Office action, the examiner 
will treat claim 4 as dependent on claim 18 

Claim Rejections - 35 USC § 102 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 3, 5-6, 9, 13-15, and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Geary et al. as evidenced by Laver. 

7. From a prior Office action: 
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and 1.5% by weight of Irqanox® 107fi .» weight of a bis-hydroxyethylamide, 

*ws the Mmbi „ atton of J2£Z " T~" Mh ° to S-P. Exarapte 2A 

compare exampras show , he comM^TT T ' aP * an '' S daim 15 A,s * 

isocyanprata. an, t.anpx® Z^^TT"^** ^ 

and ciaime d composition wouid inberentiy p 0S sess the same improved corrosion 
properties. 

* "aims 3, 5-6, ,3,5, and 18 are ^ ^ ^ ^ } ^ 
anticipated by Chasser et al. as evidenced by Laver. 
10. From a prior Office action: 

(abstract). The polyraara are sela JT ^ ^ *° aluminum """"n"" 

polymers (col. 4 lines 60-62). Polymers are usJ ,„ , ^ ^ epo ^ fuf1c *>nal 

»nes 38-43). Curing agents inciude Z ^ 

'ines 50-67). Irganox antioxidant, a ^^'W™** and triglycidylisocyanurate (col. 5 
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hydroxyalkylamide curing agent, and a phenolic UV stabilizer having substituents at ortho positions 
to the hydroxy group (Tinuvin 900). 

1 1 . Additionally, since the compositions of the invention contain all of the claimed 
composition components, it is the examiner's position that the inventive composition 
and claimed composition would inherently possess the same improved corrosion 
properties. 



Claim Rejections - 35 USC § 103 

12. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

13. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chasser 
et al. as evidenced by Laver and in view of Nakae et al. 

14. From a prior Office action: 

15. Chasser and Laver apply as above, noting the use of reactive polymers, curing agents and 
Phenolic antioxidant compounds but failing to mention the use of 2,6-di-tert-butyl-4-methyl-phenol 
Nakae teaches powder coating compositions comprising reactive polymers, curing agents and 
P"l"°'^ntio^nts, whe re certain pjmol antioxidants,Jncluding-2,6-di-tert-butyl-4-methyl-- 



Phenol, are preferred because of their melting points (col. 3 lines 8-67). Optimum melting points 
are chosen for improved blocking resistance and meit possibility. It is the examiner's position 
therefore, that it would have been prima facie obvious to choose 2,6-di-tert-butyl-4-methyl-phenoi 
as a phenolic antioxidant in Chasse^ invention to form coatings having improved blocking 
resistance and melt processibility. 



15. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Geary et 
al. as evidenced by Laver. 

1 6. From a prior Office action: 

1 7. Geary and Laver apply as above, failing to exemplify the use of polymers having equivalent 
weights within 200-2,500. However. Geary notes that additional crystalline functional polyesters, 
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having equivalent weights of 1 50-600, can be included to provide additional flexibility and/or impact 

TT'T ,,iS,he ~- i ' to "'« i '-^avebee„pd m a f ac,eobi:; 
to include funcbonal polyesters having equivalent weights of ,50-600 In Geary's powder coating 
compositions to provide flexibility and impact resistance to the resultant coatings 

1 7. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Geary et 
al. as evidenced by Laver and in view of Nakae et al. 

1 8. From a prior Office action: 

19 Geary and Laver apply as above, noting the use of carboxyi-functiona! acrylic poiymers beta- 

riTT; : rln9 ^ and pheno1 " <° —2. - « 

^butyu-methyl-phenol. Na k ae teaches Powder coating compositions compdsing reacdve 

T r ert 7/^ ^ S ' andPhe "* anMda *- h — «"P^'«oxidan«s,i„c,uding 
^^^^^^^^^ J 

Optimum me ting points are chosen ,o, improved blocking resistance end me,, processibility „ L 

^1 hi t " 3 Phen * aM ° MM in G ~* h "*" 10 'o™ «-*»• navtng 

improved blocking resistance and melt processibility. 

Response to Arguments 

19. in response to tbe applicant's argument that t he Irganox 107 6 compound relied 
-up W ,he- rejections using Geary and Chasser does not suggest a phenolic " 
compound having alky, or branched alkyl substituted groups, it is noted that Laver has 
been used to show the specific structure of Irganox 1076. See column 48, structure A. 
The passage relied upon by the applicant, col. 2, Figure 1, does not indicate the 
structure of Irganox 1076. It is the examiner's position that the compound used by both 
Geary and Chasser teaches a phenol compound having .-butyl groups adjacent to the 
hydroxy group on the aromatic ring. 
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20. Regarding the applicant's argument that Tinuvin 144 does not meet the 
applicant's claimed limitations for the phenol compound, it is noted that Chasser 
teaches the use of Irganox 1076, which anticipates the applicant's claimed limitations. 

21 . In response to applicant's argument that there is no teaching by Chasser or 
Geary that a substitution of phenol compound or a choice of specific polyester would 
teach the improvement of filiform corrosion resistance, the fact that applicant has 
recognized another advantage which would flow naturally from following the suggestion 
of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 
1985). 

22. It is the examiner's position that the improvement of filiform corrosion resistance 
is inherent to the compositions of Chasser and Geary, since the compositions use the 
same components as those in the present Cairns. Thus, although the references may 
not expressly mention the corrosion improvements, the prior inventors possessed the 
_invemrveco M 

not shown a structural difference between the claimed compositions and the prior art. 
Conclusion 

23. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for rep ly »o this final action is se, ,o expire THREE 
MONTHS from the mailing date of this action. In the even, a first reply is filed within 

maiied until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period wii, expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1, 36(a) wi„ be calculated from the mailing date of 
.headvisory action. no event, however, wil, the statutory period for repiy expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner shouid he directed to Melanie D. Bisset, whose telephone numher is (703, 
308-6539. The examiner can normally be reached on M-F 8-4:30. 

» attempts to reach the examiner b y telephone are unsuccessful, the examiner, 
supe^isor, James Seidieck can he reached on (703, 308-2462. Thefaxphone 
numherforthe organization where this application or proceeding is assigned is (703, 
872-9306. 



Anyinguiryofagenera, nature or relating to the statusof this application or 

mdb James J. Seidleck 

Supervisory Patent Examiner 
Technqfogy Center 1700 



